OSHAL'

Intellectual Property Law

PELLEHME BEPXOBHOIO CYAA CLUA MEHAET 30-JIETHIOKO MNMPAKTUKY MPUMEHEHWMA 3AKOHA O
MECTE CYAEBHOIO PA3SBEUPATE/IBCTBA MO NATEHTHbIM UCKAM

22 mana 2017 r. 66110 NPUHATO AONTOXKAaHHOe pewweHue no geny TC Heartland LLC npotus Kraft Foods
Group Brands LLC. BepxoBHbin Cyn, Cy3un MNONOXKEHWE O MecTe PacCMOTPEHMA NATEHTHbIX MCKOB,
NpuW3HaB, 4YTO «KOpMopauuA, 3apernctpupoBaHHasa B CLUA, «npoKvMBaeT» TO/NbKO B lWTaTe ee
perucTpauuun». [JaHHoe pelleHWe HaKknafblBaeT OrpaHUMYeHUsA Ha BblGOp BbIFOAHOM HOPUCAUKLMM NPU
pPaccCMOTPEHMM MATEHTHbLIX MCKOB M HAHOCUT BONbLION yAap Ha «TeMnJIMYHbIE YCIOBUA» PACCMOTPEHUA
naTeHTHOro cnopa B BoctouHom oKkpyre wrtaTta Texac.

KomnaHua Kraft Foods nogana UcK o HapylweHUM NaTeHTHbIX nNpas KomnaHuel TC Heartland B wrate
[Jenasap. TC Heartland npeanpuHAAn NonbITKy NepeHecT MecTo PacCMOTPEHMA UCKa B WTAT MHAMaHa,
roe OHa 3apernmcTpMpoBaHa, Ha OCHOBAHWWM TOro, YTO WTAT [denaBap He ABNAETCA COOTBETCTBYHOLLEN
topucamkument. TC Heartland 6bin10 0TKasaHo B yA0BNETBOPEHUN TPebOBaHMA CO CTOPOHbI OKPYXKHOrO
cyga v denepanbHOro OKpyra Ha OCHOBaHMM TOro, 4TO Npoaykuma kKomnaHum TC Heartland
peanusoBbiBanacb B WTaTe [enaBap, HeCMOTPA Ha ToT ¢akT, yto 98% npoaykumm TC Heartland
npoZaBananch 3a NpesesaMum HasBaHHoro wraTa. TC Heartland noganu anennaumio 8 BepxoBHbIi cya,

BepxoBHbIN cya NpUHAN egUMHOINAcHOe pelleHme B Noab3y KomnaHuu TC Heartland, Tem cambim cnomas
30-neTHIOK NMPAKTMKY NPMMEHEHUA 3aKOHA O MeCTe PACCMOTPEHUA NAaTEHTHbIX CNOPOB. bbl10 OTMEHEHO
peweHue deaepanbHOro okpyxHoro cyaa B gene VE Holding Corp. npotus Johnson Gas Appliance Co.,
917 F. 2D 1574 (1990r.), a MMEHHO B OTHOLWIEHWUWN TOrO, YTO MECTOM PACCMOTPEHUS UCKA O HapyLUeEHUN
naTeHTHbIX NpaB ABnsetcA AwbOOW Cyl, B KOTOPOM WMMEETCA «MNepCoHaNbHaA HPUCOMKLUAY,
pacnpocTpaHAoWanca Ha 06BMHAEMYIO CTOPOHY. KpaTKas MOTMBMPOBOYHAA YacTb cyaebHOro peweHus,
KoTopadA 3aHAna 10 cTpaHuu, BKAOYAET aHa/IN3 UCTOPUMN MOJIONKEHUN O MeCTe PAacCMOTPEHUA UCKOB U
NnonpaBoK. B KOHEYHOM cyeTe OHO NpU3HaEeT NpeaBapuTenbHoe pelweHne Cyaa no geny Fourco Glass Co.
npotms Transmirra Products Corp., 353 U. S. 222, 226 (1957 r.) npaBunbHbiMm. Kopnopauus,
3apeructpupoBaHHas B CLLUA, pacnonaraeTca To/IbKO B LUTaTe CBOEN perncrpaumu.

Bbl6Op BbIrOAHON OPUCAMKUUKN, MaTEHTHble TPOAAK/HE NPaKTUKyKLMe Anua namM BoCTOUHbIA OKpyr
wraTa Texac (rae nogaHo 35% Bcex MCKOB O HapyLUEHWW NAaTEHTHbIX NPaB) He YNOMUHAIOTCA B PeLleHun,
aBTOPOM KOTOPOro ABAaeTcs cyabs BepxoBHoro cyaa Tomac (Thomas). CornacHo npeaplayLLemy 3aKOHY,
UCK NPOTMB O0OBMHAEMOM CTOPOHbI MOMET ObiTb npeabsBaeH B Aobom okpyre, rae 6biau
3aduMKCMpoBaHbl GaKTbl HapyLIEHMU MATEHTHbIX MPaB. TO MO3BOJISA/NO TaK HA3biBAEMbIM MATEHTHbIM
TPONNSIM NoAaBaTb UCKU B yA0bHbIE AN UCTLOB cyAabl, rnaBHbIM 06pa3om, B cyapl BocTouHoro okpyra
wraTta Texac. [laHHOe pelweHne byaeT MMeTb OFPOMHOE B/IMAHME Ha KOIMYECTBO MaTeHTHbIX CyAebHbIX
WCKOB, KOTOPble MOTYT ObITb NOAaHbl B BocTouHOM oKpyre wtata Texac. M HAa0bopoT, KOZIMYECTBO UCKOB,
noAaHHbIX B okpyre denaBap (NonynspHbIA WTAT A8 PErncTpaumm KomnaHuin), byaeTt yBeanmuymBaTbhCcs.
CnepyeT TakXe OTMETUTb, YTO 3TO peLleHme He 3aTparMBaeT MHOCTPAHHbIE KOpNopaLumu.

B cBA3M C NpUHATMEM 3TOrO pelleHnsa B cooTBeTcTBMM ¢ § 1400(b), UCK O HAapyLIeHUM NaTeHTHbIX NpaB B
HacToALLEee BPEMA MOXKHO MoAaTb TONbKO B cyaebHom oKpyre, roe obBUMHAEMasa CTOPOHA cOBepLIMaa
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HapylweHune n rge HaxoamTca OCHOBHOE MecCTO BeaeHUA 6u3sHeca. NocnegHAA 4acTb NONIOXKEHUA O MecTe

PacCMOTPEHUA NATEHTHbIX MCKOB MOMET O3HayaTb BCM/IECK C/ly4aeB MOLAYM WCKOB O HapyLeHuu
MaTeHTHbIX MpPaB MPOTUB PO3HMYHbLIX TOPrOBLLEB, KOTOPblE TOPrylOT KOHTpPadaKTHOW NpoayKuuen, u
OCHOBHOE MecCTo BeZeHusa b1u3Heca KOTopbIX HaxoanTcA B BocTouHom okpyre Texaca.

B pesynbTaTe NpPUHATMA OAHHOrO pelleHus reorpadua Nogaynm UCKOB O HapyleHMM MaTeHTHbIX Mpas

3Ha4YUTENNbHO U3MeHUNACb.



